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Claim Rejections - 35 U.S.C. § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. § 102 
that form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless 

(e) the invention was described in (1) an application for patent, published under section 122(b), 
by another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 351(a) 
shall have the effects for purposes of this subsection of an application filed in the United States only if the 
international application designated the United States and was published under Article 21(2) of such 
treaty in the English language. 

1. Claims 1-14 are rejected under 35 U.S.C. § 102(e) as being anticipated by 
Zigmond et al. (6,698,020). 

As to claim 1 , Zigmond et al. disclose: 

a receiving means for receiving a signal comprised of a mix of a program signal and an 
additional signal, ("national broadcaster 18 and cable network 30 may choose to 
multiplex advertisement stream 64 into video programming feeds 38 and 39" (column 
18, lines 20-21); (display 61, Figure 3; display 58, Figure 4)). 

a separating means for separating the program signal and the additional signal from 
said received signal ("As described above in reference to FIG. 3, a programming source 
66, which may be operated by content provider 50, supplies video programming feed 52 
to the advertisement insertion device 60. A video switch 68 toggles between video 
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programming feed 52 and selected advertisements of advertisement stream 64 and 
transmits the selected data feed to display device 58. Video switch 68 may be actuated 
at an appropriate time indicated by a triggering event delivered by advertisement trigger 
source 70" (column 8, lines 30-37); "For example, programming sources 66 such as 
national broadcasters or cable networks often transmit a very brief black screen 
immediately preceding the onset of a series of advertisements. Such a pattern may be 
interpreted by ad insertion device 60 and video switch 68 to be a triggering event 
indicating an appropriate time to insert a selected advertisement" (column 8, lines 39- 
54)). 

a determining means for determining whether or not to output in accordance with said 
additional signal ("FIG. 6 is a flow chart illustrating selected steps in one embodiment of 
a method for inserting, an advertisement into a video programming feed using the ad 
insertion device 80 of FIG. 5. In step 100, the downloading of advertisements is initiated 
according to the methods disclosed herein. If, according to decision box 102, prefiltering 
is desired in order to select only certain advertisement for storage in the advertisement 
repository 86, the ad selection criteria are used to filter the advertisements in step 104. 
In step 106, the downloaded advertisements, whether prefiltered or not, are stored in 
advertisement repository 86" (column 17, lines 10-20)). 

an output signal generating means for generating the output signal by using said 
separated program signal and additional signal when it is decided to output in 
accordance with said additional signal and for generating the output signal by using said 
separated program signal where it is determined not to output in accordance with said 
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additional signal, an outputting means for outputting infonnation in accordance with said 
generated output signal ("FIG. 6 is a flow chart illustrating selected steps in one 
embodiment of a method for inserting, an advertisement into a video programming feed 
using the ad insertion device 80 of FIG. 5. In step 100, the downloading of 
advertisements is initiated according to the methods disclosed herein. If, according to 
decision box 102, prefiltering is desired in order to select only certain advertisement for 
storage in the advertisement repository 86, the ad selection criteria are used to filter the 
advertisements in step 104. In step 106, the downloaded advertisements, whether 
prefiltered or not, are stored in advertisement repository 86" (column 17, lines 10-20)); 
(display 61, Figure 3; display 58, Figure 4; display 58, Figure 5)). 

As to claim 2, Zigmond et al. disclose: 

transmitting means for transmitting log information indicating a log of decisions whether 
or not to output in accordance with said additional signal to a transmitting side of said 
received signal (monitor user response 118, Figure 6; report user stats 124, Figure 6; 
"The ad selection criteria may be set or modified by the viewer, as well, in order to 
request or block advertisements for selected classes of goods or services. This optional 
feature of the invention advantageously allows the viewer to participate in a selection of 
advertisements. In an extreme case, the ad selection criteria 83 may be modified in 
response to, for example, increased subscription fees from the viewer in order to allow 
the viewer to forego advertisements altogether. In this case, advertisements may be 
replaced by entertainment, informational, or any other programming"(column 14, lines 
24-35); "In an optional step, the viewer response to the displayed advertisement is 
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monitored in step 118 according to the methods disclosed herein. When the selected 
advertisement is complete, the video switch resumes transmitting the video 
programming feed to the display device in step 120. According to decision box 122, 
depending on the availability of more advertisements and whether the viewer chooses 
to continue watching the video programming fee, the ad insertion device either selects a 
new advertisement in step 1 10 or the method proceeds to its close. If no more 
advertisements are to be shown, the compiled viewer response statistics are optionally 
reported in step 124 to the operator of the advertisement source or to a third party. If 
viewer response statistics are to be reported, they may be transmitted from the ad 
insertion device at any convenient time. Step 124 can be perfomried on a periodic basis, 
such as once per day or once per week" (column 17, lines 33-49)). 

As to claim 3, Zigmond et al. disclose: 

said receiving means receives a signal comprised of a mix of a program signal and an 
advertisement signal (met as discussed in claim 1). 

As to claim 4, Zigmond et al. disclose: 

a first communication apparatus for transmitting a signal comprised of a mix of a 
program signal and an additional signal (met as discussed in claim 1). 

a second communication apparatus for receiving a signal transmitted by said first 
communication apparatus, said second communication apparatus comprising: a 
receiving means for receiving the signal transmitted by said first communication 
apparatus (met as discussed in claim 1). 
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a separating means for separating the program signal and the additional signal from 
said received signal (met as discussed in claim 1). 

a determining means for deciding whether or not to output in accordance with said 
additional signal (met as discussed in claim 1). 

an output signal generating means for generating an output signal by using said 
separated program signal and said additional signal when it is decided to output in 
accordance with said additional signal and generating an output signal by using said 
separated program signal where it is decided not to output in accordance with said 
additional signal (met as discussed in claim 1). 

an outputting means for outputting information in accordance with said generated output 
signal (met as discussed in claim 1). 

As to claim 5, Zigmond et al. disclose: 

said second communication apparatus further has a transmitting means for transmitting 
log information indicating a log of decisions of whether or not to output in accordance 
with said additional signal to the transmitting side of said received signal (met as 
discussed in claim 2). 

said first communication apparatus charges the user of said first communication 
apparatus based on said log information received from said second communication 
apparatus (statistics aggregation 61, Figure 4; "The ad selection criteria may be set or 
modified by the viewer, as well, in order to request or block advertisements for selected 
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classes of goods or sen/ices. This optional feature of the Invention advantageously 
allows the viewer to participate in a selection of advertisements. In an extreme case, the 
ad selection criteria 83 may be modified in response to, for example, increased 
subscription fees from the viewer in order to allow the viewer to forego advertisements 
altogether. In this case, advertisements may be replaced by entertainment, 
informational, or any other programming" (column 14, lines 24-35); "In an optional step, 
the viewer response to the displayed advertisement is monitored in step 118 according 
to the methods disclosed herein. When the selected advertisement is complete, the 
video switch resumes transmitting the video programming feed to the display device in 
step 120. According to decision box 122, depending on the availability of more 
advertisements and whether the viewer chooses to continue watching the video 
programming fee, the ad insertion device either selects a new advertisement in step 110 
or the method proceeds to its close. If no more advertisements are to be shown, the 
compiled viewer response statistics are optionally reported in step 124 to the operator of 
the advertisement source or to a third party. If viewer response statistics are to be 
reported, they may be transmitted from the ad insertion device at any convenient time. 
Step 124 can be performed on a periodic basis, such as once per day or once per 
week" (column 17, lines 33-49)). 

As to claim 6, Zigmbnd et al. disclose: 

said first communication apparatus transmits a signal comprised of a mix of a program 
signal and an advertisement signal (met as discussed in claim 3). 
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performs processing for reducing a fee charged to the user of said second 
communication apparatus for transmission of said program signal when said 
advertisement signal was output in said second communication apparatus based on 
said log infonnation received from said second communication apparatus (met as 
discussed in claim 5). 

As to claim 7, Zigmond et al. disclose: 

said first communication apparatus performs processing for reducing the fee charged to 
the user of said second communication apparatus for transmission of said program 
signal when said additional signal was output in said second communication apparatus 
based on said log information received from said second communication apparatus 
(met as discussed in claim 5). 

As to claim 8, Zigmond et al. disclose: 

said first communication apparatus charges the user of said second communication 
apparatus according to a condition determined in advance (met as discussed in claim 
5). 

As to claim 9, Zigmond et al. disclose: 

said first communication apparatus transmits a signal comprised of a mix of a program 
signal and an advertisement signal (met as discussed in claim 1). 

As to claim 10, Zigmond et al. disclose: 
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an operating nneans operated by a user, a transmitting means for issuing a request 
instructing the transmission of an additional signal in accordance with operation of said 
operating means by said user ("The present invention relates to methods and systems 
for selecting and inserting advertisement into a video programming feed at the 
household level. The advertisements to be shown to a viewer according to the invention 
are selected according to designated criteria in combination with information that 
characterizes the viewer, the content of the video programming feed, the geographical 
location of the household, or the like in order to efficiently tariget segments of the 
viewing population" (column 6, lines 1-12); "In an optional step, the viewer response to 
the displayed advertisement is monitored in step 118 according to the methods 
disclosed herein. When the selected advertisement is complete, the video switch 
resumes transmitting the video programming feed to the display device in step 120. 
According to decision box 122, depending on the availability of more advertisements 
and whether the viewer chooses to continue watching the video programming fee, the 
ad insertion device either selects a new advertisement in step 1 10 or the method 
proceeds to its close. If no more advertisements are to be shown, the compiled viewer 
response statistics are optionally reported in step 124 to the operator of the 
advertisement source or to a third party. If viewer response statistics are to be reported, 
they may be transmitted from the ad insertion device at any convenient time. Step 124 
can be performed on a periodic basis, such as once per day or once per week" (column 
17, lines 33-49). 
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a receiving means for receiving a signal comprised of a mix of a program signal and an 
additional signal in accordance with said request (met as discussed in claim 1). 

a separating means for separating the program signal and the additional signal from 
said received signal (met as discussed in claim 1). 

an output signal generating means for generating an output signal by using said 
separated program signal and additional signal (met as discussed in claim 1). 

an outputting means for output information in accordance with said generated output 
signal (met as discussed in claim 1). 

As to claim 1 1 , Zigmond et al. disclose: 

separating a program signal and an additional signal from said received signal (met as 
discussed in claim 1). 

determining whether or not to output in accordance with said additional signal (met as 
discussed in claim 1). 

generating an output signal by using said separated program signal and additional 
signal where it is decided to output in accordance with said additional signal (met as 
discussed in claim 1). 

generating an output signal by using said separated program signal when it is decided 
not to output in accordance with said additional signal (met as discussed in claim 1). 
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outputting information in accordance with said generated output signal (met as 
discussed in claim 1). 

As to claim 12, Zigmond et al. disclose: 

transmitting log information indicating a log of decision of whether or not to output in 
accordance with said additional signal from said reception side to the transmission side 
(met as discussed in claim 2). 

charging said reception side user based on said log information on said transmission 
side (met as discussed in claim 5). 

As to claim 13, Zigmond et al. disclose: 

transmitting a signal comprised of a mix of a program signal and advertisement signal 
therein from said transmission side to said reception side(met as discussed in claim 3). 

having said transmission side perform processing for reducing a fee charged to said 
reception side user for transmission of said program signal where said advertisement 
signal is output on said reception side based on said log information received from said 
reception side (met as discussed in claim 6). 

As to claim 14, Zigmond et al. disclose: 

a step of processing for increasing the fee charged to said reception side user for 
transmission of said program signal on said transmission side when said additional 
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signal is output on said reception side based on said log infonnation received from said 
reception side (met as discussed in claim 6). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Shirley Chang whose telephone number is (571) 272- 
8546. The examiner can normally be reached on 8:30-5:00 M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Miller can be reached on (571) 272-7353. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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